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QUESTION PRESENTED 

The questions presented are whether under the Trade-Mark 
Act of 1946 (Chapt. 22 of Title 15 U. S. C.) an informal notice 
of opposition filed 30 days after the publication of the trade¬ 
mark sought to be registered—said notice comprising an un¬ 
verified notice of opposition accompanied by a fee of $15, but 
lacking specimens (or facsimilies) of the mark actually used 
by appellee as the grounds for the opposition—said notice 
being supplemented by the tender of $10 eight days later, and 
by the filing of a verified notice of opposition and specimens of 
opposer’s marks, 60 days after the publication date of the mark 
sought to be registered, meets the requirements of Sections 13 
and 31 of that Act (15 U. S. C. 1063 and 1113), and the Rules 
of Practice in Trade-Mark Cases promulgated thereunder; and 
whether the decision of the Commissioner of Patents refusing 
to institute opposition proceedings under these facts and cir¬ 
cumstances was so clearly arbitrary and capricious as to justify 
the trial court’s reversal of his action. 
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(Untteb States Court of Appeals 

FOB THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 10753 


John A. Marzall, Commissioner of Patents, appellant 

v. 

Libby, McNeill & Libby, appellee 


APPEAL FROM THE JUDGMENT OF TEE UNITED STATES DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA CIRCUIT 


BRIEF FOR THE COMMISSIONER OF PATENTS 


JURISDICTIONAL STATEMENT 

This case involves an appeal from the order of the United 
States District Court for the District of Columbia (19) 1 deny¬ 
ing the defendant’s motion for summary judgment (19) and 
directing the defendant to formally institute and continue the 
proceedings in Opposition No. 29,093, Libby, McNeill and 
Libby v. F. A. Gosse Company. The action below was insti¬ 
tuted by a complaint (13) under the Administrative Procedures 
Act (5 U. S. C. 1009). 

The jurisdiction of this Court with respect to appeals from 
the District Court in civil cases is found in Revised Title 28 of 
the United States Code (28 U. S. C. 1291 and 1292). 

STATEMENT OF THE CASE 

Appellant, Commissioner of Patents, caused to be published 
in the Official Gazette of the United States Patent Office of 
November 15,1949 the application for registration of the trade- 

1 The numbers In parentheses refer to pages of the appendix to appellant’! 
brief. 
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1 The numbers In parentheses refer to pages of the appendix to appellant’s 
brief. 
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mark Red Triangle for Tea of the F. A. Gosse Co., in accord¬ 
ance with the provisions of Section 12 (a) of the Trade-Mark 
Act of 1946 (15 U. S. C. 1062a) (16). Thirty days thereafter, 
namely on December 15, 1949, appellee’s attorney submitted 
to the Patent Office a paper designated “Notice of Opposition” 
and a check for $15 (16). This paper referred to certain prior 
registrations owned by appellee as grounds for the opposition, 
but specimens of the mark as actually used by appellee did not 
accompany it (16). On December 21,1949 the Commissioner 
acknowledged receipt of this paper and the $15 partial fee and 
designated the paper as an informal notice of opposition be¬ 
cause the statutory fee of $25 was not included, informing 
appellee that such fee should be received within the thirty days 
allowed by statute from the date of publication of the trade¬ 
mark sought to be registered (17). 

Appellee on December 23, 1949, 8 days after the expira¬ 
tion of the 30-day period allowed by the statute, transmitted 
to appellant a check for $10 (17), and on the same day filed 
a petition requesting that the ruling respecting the informality 
in the opposition be set aside or modified for the reason that, 
in its opinion, the statute does not require the fee to be paid 
until a verified notice of opposition is filed. This petition 
was denied by the Commissioner on January 5, 1950. Subse¬ 
quently, on January 14, 1950, 60 days after the publication of 
the mark sought to be opposed, appellee filed a paper desig¬ 
nated a verified notice of opposition, which paper contained 
specimens of the mark relied upon as the basis of the 
opposition (17). 

The Commissioner being of the opinion that the statute 
requires that for a notice of opposition to be valid it must be 
filed within 30 days of the date of publication of the mark 
sought to be registered and must be accompanied by a fee of 
$25, refused to institute the requested opposition. Appellee 
thereupon filed its complaint under the provisions of the Ad¬ 
ministrative Procedure Act (5 U. S. C. 1009) in the United 
States District Court for the District of Columbia, and that 
Court adjudged that the action of the Commissioner was im¬ 
proper and directed the Commissioner to institute the 
opposition proceedings. 

STATUTES INVOLVED 

1. Sec. 12 (a) of the Trade-Mark Act of 1946 (15 U. S. C. 
1062a): 

Upon the filing of an application for registration and 
payment of the fee herein provided, the Commissioner 
shall refer the application to the examiner in charge of 


3 


the registration of marks, who shall cause an examina¬ 
tion to be made and, if on such examination it shall 
appear that the applicant is entitled to registration, the 
Commissioner shall cause the mark to be published in 
the Official Gazette of the Patent Office. 

2. Sec. 13 of the Trade-Mark Act of 1946 (15 U. S. C. 1063): 

Any person who believes that he would be damaged 
by the registration of a mark upon the principal register 
may, upon payment of the required fee, file a verified 
notice of opposition in the Patent Office, stating the 
grounds therefor, within thirty days after the publica¬ 
tion under subsection (a) of section 12 of this Act of 
the mark sought to be registered. For good cause shown, 
the time for filing notice of opposition may be extended 
by the Commissioner, who shall notify the applicant. 
An unverified opposition may be filed by a duly au¬ 
thorized attorney, but such opposition shall be null and 
void unless verified by the opposer within a reasonable 
time after such filing to be fixed by the Commissioner. 

3. Sec. 31 of the Trade-Mark Act of 1946 (15 U. S. C. 1113): 

The following fees shall be paid to the Patent Office 
under this Act: 

# ; on filing notice of opposition or applica¬ 
tion for cancellation, $25; * * # 

PATENT OFFICE RULES OF PRACTICE IN TRADE-MARK CASES 

INVOLVED 

1. Rule 20.1.—Any person who believes that he would 
be damaged by the registration of a mark upon the Prin¬ 
cipal Register may, upon payment of the required fee, 
oppose the same by filing a verified notice of opposition 
in the Patent Office within thirty days after the publi¬ 
cation (Rule 15.1) of the mark sought to be registered. 

2. Rule 20.3.—An unverified notice of opposition may 
be filed by a duly authorized attorney, but such opposi¬ 
tion will be null and void unless verified by the opposer 
within thirty days after such filing, or within such fur¬ 
ther time after such filing as may be fixed by the Com¬ 
missioner upon request made before the expiration of 
said thirty days. 

3. Rule 20.4.—The notice of opposition must allege 
facts tending to show why the opposer would be dam¬ 
aged by the registration of the opposed mark and state 



4 


the specific grounds for opposition. A duplicate copy 
of the notice of opposition and two specimens (or fac¬ 
similes) of the mark as actually used by the opposer, if 
there be such, shall be filed. 

STATEMENT OE POINTS 

1. The Trial Court erred in holding that the clear and un¬ 
equivocal language of Sec. 31 of the Trade-Mark Act of 1946 
does not require that a fee of $25 be paid when an unverified 
notice of opposition is filed. 

2. The Trial Court erred in holding that the language of Sec. 
13 of the Trade-Mark Act of 1946 requires the payment of a 
fee of $25 only when a verified notice of opposition is filed. 

3. The Trial Court erred in holding that the filing of an un¬ 
verified notice of opposition with a partial fee within 30 days of 
the date of publication of the mark sought to be registered, but 
lacking the copies and specimens required by Rule 20.4 of the 
Patent Office Rules of Practice in Trade-Mark Cases, followed 
by the filing of a verified notice of opposition, the balance of the 
fee of $25 and the required specimens more than 30 days after 
the date of publication, is proper and permissible in view of the 
language of Sections 13 and 31 of the Trade-Mark Act of 1946 
and the Rules of Practice promulgated thereunder. 

4. The Trial Court erred in holding that under the circum¬ 
stances of this case the notice of opposition was filed timely, 
properly, and in the manner required by Sections 13 and 31 of 
the Trade-Mark Act of 1946 and the Rules of Practice in Trade- 
Mark Cases. 

5. The Trial Court erred in denying the defendant’s, Com¬ 
missioner of Patents, motion for summary judgment. 

6. The Trial Court erred in holding that plaintiff, Libby, Mc¬ 
Neill and Libby, was entitled to the relief sought or to any re¬ 
lief whatever. 

SUMMARY OE ARGUMENT 

Section 31 of the Trade-Mark Act of 1946 uses broad lan¬ 
guage in setting forth the fees to be paid to the Patent Office 
under the Act, that relating to oppositions being “on filing 
notice of opposition * * * $25.” Section 13 of the Act 
defines who may file a notice of opposition, the form thereof, 
the time within which it must be filed, and the contents. This 
section mentions that the notice may be verified or unverified. 
It is believed to be clear that the language of Section 31 which 
refers only to notice of opposition clearly requires the payment 
of the full fee of $25 at the time the notice of opposition is 
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filed, be it verified or unverified. Apppellant so interprets the 
Statute. 

Moreover, it is appellant’s position that this interpretation 
of the Act is a reasonable one, in view of the clear and unequiv¬ 
ocal language of Section 31. That interpretation should not 
be interfered with or reversed, in the absence of evidence that 
it is unreasonable, arbitrary, or capricious. 

THE ARGUMENT 

The stipulated facts as they appear in the record (16) are 
that on November 15,1949, there was published in the Official 
Gazette of the United States Patent Office the application for 
registration of a trade-mark of the F. A. Gosse Company, this 
publication being made in accordance with the provisions of 
Section 12 (a) of the Trade-Mark Act of 1946; that on De¬ 
cember 15, 1949, appellee’s attorney filed in the Patent Office 
a paper, unverified, designated a “Notice of Opposition,” ac¬ 
companying that paper with a check for 815, the paper alleging 
that appellee would be damaged by the published application 
for registration because of appellee’s prior registrations and 
use of similar marks identified therein, but copies thereof were 
not included; that on December 23,1949, appellee transmitted 
to the Patent Office an additional sum in the form of a check 
for $10; and that on January 14, 1950, appellee filed a paper, 
verified, designated “Notice of Opposition,” this paper being 
accompanied by copies of the registrations referred to therein 
as the basis or grounds for opposition and by specimens of the 
mark actually used. 

From the foregoing facts it will be seen that appellee’s un¬ 
verified notice of opposition and check for $15 were filed in 
the Patent Office on the 30th day following the publication in 
the Official Gazette of the mark sought to be registered, that 
the additional $10 check was filed on the 38th day following 
publication, and that the verified notice of opposition was filed 
on the 60th day following such publication. The issue to be 
decided here is whether, under these circumstances, appellee 
has complied with the requirements of Sections 13 and 31 of 
the Trade-Mark Act of 1946 and the Rules of Practice of the 
Patent Office in Trade-Mark Cases relating to oppositions in 
the manner and within the time fixed by the law and rules to 
entitle it to interfere with the registration of the mark sought 
to be registered. If it has not, then the appellant’s refusal to 
institute opposition proceedings was proper and should be 
sustained. 
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It should be noted that Section 13 of the Trade-Mark Act of 
1946 defines who may file a notice of opposition, when it must 
be filed, the form it must take and the grounds upon which 
it is based, all these being set forth in the first sentence of the 
section. The second sentence merely authorized the Commis¬ 
sioner to extend the time for filing, while the third sentence 
provides for the filing of an unverified notice of opposition from 
a duly authorized attorney, which notice must be verified by 
the opposer within a reasonable time after such filing to be 
valid. Under Rule 20.3 of the Rules of Practice in Trade- 
Mark Cases that time was fixed as within thirty days or within 
such further time as may be fixed by the Commissioner upon 
request made before the expiration of said thirty days. 

Section 31 of the Act sets forth a schedule of fees to be paid 
to the Patent Office under the Act, and specifies a fee of $25 
“on filing notice of opposition.” This section makes no men¬ 
tion of verified or unverified notice of opposition. The lan¬ 
guage is clear and unequivocal. It is submitted that it applies 
whether the notice be a verified one or an unverified one. 

It may be noted that appellee contended below, and the 
Trial Court appeared to be in agreement, that under the first 
sentence of Section 13 of the Act the fee was not required to 
be paid until the verified notice of opposition was filed, this 
contention being based, presumably, upon the fact that the 
phrase “upon payment of the required fee” appears in the 
same sentence with the reference to the verified notice of oppo¬ 
sition. However, if the position of appellee is sound with 
respect to this phrase then it must be pointed out particularly 
and the Court’s attention is directed to the fact that the same 
sentence contains the limitation upon the time within which 
the notice of opposition must be filed, namely “within thirty 
days after the publication under subsection (a) of section 12 
of this Act of the mark sought to be registered.” Would it 
be contended also, in the same manner, that an unverified notice 
need not be filed within 30 days of the date of publication? 
Construing Section 13 of the statute in this manner contended 
for by appellee would mean that only a verified notice of 
opposition need be filed within 30 days of the date of publicar- 
tion of the mark sought to be registered and only a verified 
notice of opposition need be accompanied by the $25 fee speci¬ 
fied in Section 31. This would eliminate completely the time 
within which an unverified notice had to be filed since there 
is no other provision of the statute or rules relating thereto. 
Accordingly, since this construction would nullify the express 
purpose of the statute and lead to the absurd result that no 
time limit would exist for filing an unverified notice of opposi- 
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tion, it is believed that the question answers itself and shows 
the unsoundness of appellee’s position. On principle it is dear 
that the opposer must present His notice of opposition, be it 
verified or unverified, within the 30-day period specifically set 
forth, and by the same principle that notice, be it verified or 
unverified, must be accompanied by the full fee specified in 
Section 31 of the Act. 

It might be noted also that the Trade-Mark Act of 1905 
(Sec. 14 U. S. C. title 15, sec. 94) contains language identical 
with that of Section 31 of the Trade-Mark Act of 1946, and 
that it has been held uniformly by the Commissioners of 
Patents in the administration of that act that the fee is a neces¬ 
sary part of the notice of opposition since it is required to be 
paid “on filing” such notice {John Wagner & Sons v. Thixton 
Millet & Co., 1906 Decisions of the Commissioner of Patents, 
105; Beacon Looms Inc. v. American-National Bag & Burlap 
Co. Inc., 56 USPQ 470) or that the fee is a condition prece¬ 
dent to the filing of the notice {Rilling Company v. Valmor 
Products Co., 71 USPQ 188) and must be filed within 30 days 
after the publication of the mark sought to be registered. 

Sections 13 and 31 of the Trade-Mark Act of 1946 have been 
construed by the appellant in this case to mean that where 
either notice of opposition authorized by Section 13 is filed, 
that notice must be accompanied by the fee specified in Section 
31, and that both the notice and fee must be presented to the 
Patent Office within 30 days from the publication date of the 
mark sought to be registered. This construction is in strict 
compliance with the statute. Since Section 31 itself makes no 
distinction as to fee, and Section 13 no distinction as to the time 
of filing of the unverified or verified notice except that an un¬ 
verified may precede the verified, and since as shown above, a 
notice of opposition must be filed within the 30-day period 
specified in Section 13, appellant’s holding that the required fee 
in full must be paid within the same time is not improper or un¬ 
reasonable. So long as the interpretation placed by the ad¬ 
ministrative officer charged with the duty of carrying out the 
law is not contrary to any provision of the statute, is a reason¬ 
able one, and within the scope of his authority, it has generally 
been held that the courts will not interfere {U. S. ex rel. White 
v. Coe, 68 App. D. C. 218). Even assuming that there are a plu¬ 
rality of possible interpretations of these statutory provisions, 
it is evident that the adoption of one, as here, involves the exer¬ 
cise of judgment and discretion. When the duty cast upon an 
administrative officer by the law involves judgment, the courts 
are usually loath to interfere or to direct the retraction or re¬ 
versal of action already taken in the exercise of such judgment. 
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That the law casts upon the appellant the duty and obligation 
of determining whether the law relating to the filing of a notice 
of opposition has been complied with has been established by 
decisions of this Court ( Hall’s Safe Co. v. Herring-Hall-Marvin 
Safe Co., 31 App. D. C. 498; U. S. ex rel. Lang. v. Moore, 37 
App. D. C. 493; U. S. ex rel. Symons v. Robertson, 58 App. D. C. 
324). In exercising that duty in the instant case, the Commis¬ 
sioner has held that the notice of opposition was informal. 
The presumption of regularity supports this official act, and in 
the absence of clear evidence that the action of appellant was 
arbitrary, unreasonable, or capricious the Trial Court should 
have presumed that appellant had discharged his official duty 
properly (Procter and Gamble Co. v. Coe, 68 App. D. C. 246, 
cert, denied, 305 U. S. 604). Moreover, since the present case 
is one in which the appellant was required to exercise the dis¬ 
cretion and judgment necessary to interpret these sections of 
the statute, his interpretation should not be reversed unless the 
official action based thereon is clearly arbitrary, unreasonable 
and capricious, and likely to cause irreparable injury or damage 
to appellee (Hammond v. Hull, 76 App. D. C. 301). No con¬ 
tention has ever been made by appellee in this case that it will 
suffer irreparable damage if the opposition proceeding is not in¬ 
stituted, and no such contention can in fact be made, for ap¬ 
pellee under the same Act has 5 years from the date of regis¬ 
tration of the mark to apply to the Patent Office to cancel the 
registration (15 U. S. C. 1065). 

In addition, it is to be noted that the first sentence of Section 
13 requires a statement of “the grounds” of the opposition to 
be set forth in the notice, and that Rule 20.4 of the Rules of 
Practice in Trade-Mark Cases based thereon provides for the 
contents of the notice of opposition, requiring the allegation 
of facts tending to show why the opposer would be damaged by 
the registration, a statement of the specific grounds for opposi¬ 
tion, and if the opposition be based upon marks owned and 
used by the opposer, the submission of specimens of the marks 
as actually used by the opposer. This rule has the force and 
effect of law (U. S. ex rel. Steinmetz v. Allen, 22 App. D. C. 56). 
The unverified notice of opposition filed in this case did not 
contain the copies of the marks referred to therein (16), and 
hence that paper when filed did not comply with the rule. 
Therefore this notice was informal both because of the lack of 
a sufficient fee and because of noncompliance with the require¬ 
ments of the rules respecting the contents of the notice of 
opposition. Since no material amendment can be made in a 
notice of opposition after the time of filing such notice has 
expired (Morris Distributing Co.y. Torrey, 32 App. D. C. 
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530)—and it must be remembered that at no time has appellee 
contended that the 30-day time limit for filing the notice of 
opposition does not apply to an unverified notice—it is sub¬ 
mitted that the verified notice of opposition containing the 
specimens required by the rule came too late, since it was filed 
60 days after the date of publication. 

CONCLUSION 

In the final analysis, if the decision below is correct, every 
requirement of Section 13 of the Act, namely, the grounds for 
opposition, the time of filing and the required fee are tightly 
bound up with the filing of the verified notice of opposition. 
The result of such an interpretation would be to completely 
change the practice of the Patent Office, and the intent and 
spirit of the Act itself. The result also would be paradoxical, 
in that an attorney need only file a bare statement of opposi¬ 
tion at any time without any fee, while if a verified opposition 
be filed, it must be presented by the opposer, within 30 days, 
include specific grounds therefor and be accompanied by a $25 
fee. It is submitted that the statement of the results which 
would flow from the ruling below show how unsound that rul¬ 
ing is. 

For the reasons detailed herein, it is submitted to be clear 
that the only reasonable interpretation of the language of 
Sections 13 and 31 of the Trade-Mark Act of 1946 is that no 
notice of opposition without the full statutory fee of $25 is a 
valid notice, unless such notice and fee be filed in the Patent 
Office within 30 days from the date of publication of the mark 
sought to be registered. Since appellee’s notice and fee were 
not filed within that time period, the opposition was properly 
held to be informal. The order appealed from should, there¬ 
fore, be reversed. 

Respectfully submitted. 

E. L. Reynolds, 

Solicitor, United States Patent Office, 

Attorney for Appellant. 

J. SCHIMMEL, 

Of Counsel. 

September 1950. 
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Filed February 8,1950. Harry M. Hull, Clerk. 

United States District Court 
For the District of Columbia Circuit 


Civil Action No. 635-50 


Libby, McNeill & Libby, plaintiff 


John A. Marzall, Commissioner of Patents, defendant 

Complaint 


The Plaintiff, Libby, McNeill & Libby, is a corporation of 
Maine, with its principal office and principal place of business 
at Union Stockyards, Chicago, Illinois. ' 


The Defendant, John A. Marzall, is the Commissioner of 
Patents of the United States, his official residence is in the 
District of Columbia, and he is being sued as Commissioner 
of Patents of the United States. 


This Complaint is filed in accordance with the provisions of 
the Statutes of the United States as follows: 

(a) Section 21 of the Trade-Mark Act of 1946 (15 
U. S. C. 1071). 

(b) Section 4915 Revised Statutes (35 U. S. C. 63). 

(c) Administrative Procedure Act, June 11, 1946 
(60 Stat. 243, Chapter 324, Sec. 10; 5 U. S. C. 1009). 


The Plaintiff, on December 15, 1949, pursuant to the pro¬ 
visions of Section 13 of the Trade-Mark Act of 1946, filed a 
notice of opposition, number 29,093, to the trade-mark appli- 
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cation serial number 567,575 of F. A. Gosse Company, pub¬ 
lished in the Official Gazette of the United States Patent Of¬ 
fice on November 15, 1949. The notice of opposition was 
filed in unverified form pursuant to Section 13 of the Trade- 
Mark Act of 1946 and Rules 20.1 and 20.3 of the Rules of 
Practice in Trade-Mark Cases (as amended), promulgated by 
the Defendant Commissioner of Patents. The unverified op¬ 
position was accompanied by a partial fee of $15.00. 

V 

Plaintiff has completed all lawful acts required by Sections 
13 and 31 of the Trade-Mark Act of 1946 and Rules 20.1, 20.3, 
20.4 and 20.5 of the Rules of Practice in Trade-Mark Cases 
including the “payment of the required fee—” on December 
23, 1949, and the filing of “a verified notice of opposition” on 
January 14,1950, such filing being within thirty days from the 
date of filing the unverified notice of opposition as required by 
the rules of practice. 

VI 

In a letter dated December 21, 1949, the Commissioner of 
Patents set forth an impossible and unlawful requirement, 
namely that an additional fee of $10.00 be filed within thirty 
days from the date of publication of the trade-mark opposed, 
namely on or before December 15, 1949, a date which had 
passed six days before the Commissioner mailed the aforesaid 
letter. 

VII 

The Defendant now improperly and unlawfully denies the 
Plaintiff the right to maintain the opposition and refuses to 
carry the opposition forward under Rule 20.5 of the Rules of 
Practice in Trade-Mark Cases. 

VIII 

Plaintiff has exhausted its administrative remedies, the De¬ 
fendant having issued an order dated January 4,1950, denying 
Plaintiff’s petition to maintain the opposition in accordance 
with the applicable statutes and rules of practice, and further, 
on January 30, 1950, ordered the opposed application to be 
passed to issue, thereby violating the express provisions of the 
Statutes and Rules of Practice. 

Wherefore, Plaintiff prays that this Court issue a manda¬ 
tory injunction directing the Defendant, as Commissioner of 
Patents, to withdraw the unlawful requirement set forth in the 



letter of December 21, 1949; that he be directed to accept the 
total fee of $25.00 filed with the notice of opposition within 
the period prescribed by the applicable statutes and rules; and 
that the opposition proceedings be carried forward in accord¬ 
ance with the prescribed rules and procedure. 

Plaintiff further prays that the hearing on this complaint be 
advanced to ten days after the date of Defendant’s answer 
in view of the fact that Plaintiff may be irreparably damaged 
unless the opposition proceedings are carried forward forthwith 
and unless the order of January 30,1950, is rescinded before the 
registration is granted. 

Libby, McNeil & Libby, . 

By Francis C. Browne, Attorney. 

(Filed February 25, 1950) 

Answer to the complaint 

To the Honorable the Judges of the United States District 
Court for the District of Columbia: 

1, 2. The defendant, John A. Marzall, Commissioner of Pat¬ 
ents, admits the allegations of paragraphs 1 and 2 of the com¬ 
plaint. 

3. He denies the allegations of parts (a) and (b) of para¬ 
graph 3. He admits the allegation of part (c) of that para¬ 
graph. 

4. He admits that on December 15,1950, an unverified car¬ 
bon copy of a paper entitled “Notice of Opposition” and signal 
“Libby, McNeill & Libby by Francis C. Browne of Attorneys 
for Opposer” was filed in the Patent Office. The said paper 
stated that “One specimen of Opposer’s trade-mark is attached 
hereto as opposers exhibit A and two additional specimens are 
filed herewith.” However, no such specimens were attached or 
filed at that time. He further admits that that paper was ac¬ 
companied by a remittance of fifteen dollars. 

He denies that such papers constituted a notice of opposition, 
either verified or unverified within the meaning of Section 13 
of the Trade-Mark Act of 1946, or that they were filed pursuant 
to that section or to rules 20.1 and 20.3 of the Patent Office. 
He states that section 31 of the Trade-Mark Act of 1946 re¬ 
quires a fee of twenty-five dollars “on filing notice of opposi¬ 
tion” and makes no provision for partial fees. 

5,6. He denies the allegations of paragraphs 5, and 6. 

7. He admits that he has denied the plaintiff the right to 
maintain the alleged opposition, and refuses to carry it for¬ 
ward. He denies that such action is improper or unlawful. 
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8. He denies that his acts referred to in paragraph 8, or any 
of them, constituted a violation of any statute or of any rule of 
the Patent Office. He admits the remaining allegations of 
paragraph 8. He states, however, that the application referred 
to has been withdrawn from issue. 

E. L. Reynolds, 

Solicitor, U. S. Patent Office, 

Attorney for Defendant. 

February 24,1950. 

I hereby certify that a copy of this Answer to the Complaint 
was mailed today, February 24,1950, to Mr. Francis C. Browne, 
804 Munsey Building, Washington, D. C., attorney for the 
plaintiff. 

E. L. Reynolds, 

Solicitor ___ 

Filed April 18,1950 
Stipulation of facts 

Answer having been duly filed in the above-identified cause 
of action, it is hereby stipulated by and between Counsel for 
Plaintiff and Counsel for Defendant that the following facts 
are admitted, said facts and supporting exhibits being made a 
part of the record of this cause of action: 

1. In accordance with the provisions of Section 12a 
of the Trade-Mark Act of 1946 (15 U. S. C. 1062a) there 
was published in the Official Gazette of the U. S. Patent . 
Office on November 15,1949, the application Serial No. 
567,575 of F. A. Gosse Company for registration of the 
trade-mark Red Triangle for Tea, said application being 
subject to opposition in accordance with the provisions 
of Section 13 of the Trade-Mark Act of 1946 (15 U. S. C. 
1063) within thirty days after publication of the mark, 
such period expiring at midnight, December 15,1949. 

2. Prior to midnight, December 15, 1949, Plaintiff 
filed in the Patent Office a paper designated as “Notice 
of Opposition,” a copy of which is attached hereto and 
identified as Exhibit A. Copies of the registrations and 
specimens referred to in said paper did not accompany 
the paper when filed. 

3. The paper designated as “Notice of Opposition,” 
Exhibit A, was accompanied by a check in the amount 
of $15.00, a photostatic copy thereof being attached 
hereto and identified as Exhibit B. 


4. The Commissioner of Patents by communication 
dated December 21, 1949, acknowledged receipt of 
Plaintiffs paper, Exhibit A, filed December 15, 1949, 
assigned a number thereto and acknowledged receipt 
of “Partial fee of $15.00.” A copy of said communica¬ 
tion is attached hereto and identified as Exhibit C. 

5. Plaintiff transmitted to the Commissioner of 
Patents on December 23,1949, a check in the amount of 
$10, a photostatic copy of said check being annexed 
hereto and identified as Exhibit D. 

6. On the same date, namely, December 23, 1949, 
Plaintiff filed a petition to the Commissioner of Patents; 
requesting that the communication of December 21, 
1949 (Exhibit C), be modified to conform with the re¬ 
quirements of the provisions of Section 13 of the Trade- 
Mark Act of 1946 and Rules 20.1 and 20.3 of the Rules 
of Practice in Trade-Mark Cases in the U. S. Patent 
Office. Under date of January 5, 1950, Plaintiff was 

.. notified that Plaintiff’s petition was denied on January 
4,1950, by the Assistant Commissioner of Patents. 

7. On January 14, 1950, Plaintiff filed a request for clarifi¬ 
cation of the communication of January 5, 1950, and on the 
same date Plaintiff filed a paper designated as verified Notice 
of Opposition, a copy of which is attached hereto as Exhibit E, 
such filing being within thirty days from the date of the filing 
of the paper designated as Exhibit A. 

8. Under date of January 30, 1950, a communication from 
the Head of Trade-Mark Operations advised Plaintiff that in 
view of the decision of the Assistant Commissioner denying 
Plaintiff’s petition filed January 14,1950, the aforementioned 
application, Serial No. 567,575 of F. A. Gosse Company was 
being passed to issue. This communication constituted final 
refusal of the Commissioner of Patents to institute the oppo¬ 
sition proceedings. A copy of the communication of January 
30,1950, is attached hereto as Exhibit F. 

9. Subsequent to the filing of the present complaint the 
Commissioner withdrew from issue the application referred to 
in the preceding paragraphs, pending final disposition of this 
cause of action. 

10. On February 9, 1950, the Defendant moved to dismiaa 
the present complaint on the ground that the complaint fails 
to state a claim upon which relief can be granted. This motion 
was denied by order of the Court, said order having been en¬ 
tered on the docket on February 20,1950, a copy of the portion 
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of the transcript of proceedings before the Court on the motion 
to dismiss being attached hereto as Exhibit G. 

11. A Motion for Summary Judgment was brought by Plain¬ 
tiff on February 28, 1950, and was denied by Order of this 
Court dated March 22, 1950, a copy of a portion of the tran¬ 
script of proceedings relating to said Motion for Summary 
Judgment being attached hereto as Exhibit H. 

The foregoing stipulation is entered into for the purpose 
of resolving all the questions of fact involved in the present 
controversy, there now being no dispute as to any material 
question of fact. 

Libby, McNeill & Libby, 

By Francis Browne, 

Counsel for Plaintiff. 

April 14,1950. 

John A. Marzall, 
Commissioner of Patents. 

By E. L. Reynolds, 

Counsel for Defendant. 

April 14,1950. 

Filed April 27, 1950 

Motion for Summary Judgment for Plaintiff 

Now comes the Plaintiff, Libby, McNeill & Libby, by its at¬ 
torney, and moves that Summary Judgment be granted in favor 
of the Plaintiff in the above-entitled action and that the De¬ 
fendant, John A. Marzall, Commissioner of Patents, be ordered 
to carry forward the proceedings in the Patent Office in Trade- 
Mark Opposition No. 29,093 as prescribed by the applicable 
statutes of the United States and the Patent Office Rules of 
Practice. 

The present Motion for Summary Judgment is brought after 
answer having been filed by the Defendant and after the filing 
of a Joint Stipulation of Facts on behalf of Plaintiff and De- • 
fendant, thereby leaving no controverted issue of fact in the 
present action. 

The Plaintiff having complied with all the requirements of 
the applicable statutes of the United States and Rules of Prac¬ 
tice in the Patent Office, Plaintiff respectfully prays that Sum¬ 
mary Judgment be entered in its favor, on the pleadings and 
the stipulated facts. 


Filed May 4,1950 

Motion for Summary Judgment for Defendant 

Now comes the defendant, John A. Marzall, Commissioner 
of Patents, and moves for a summary judgment in the above 
entitled case, pursuant to Rule 56 (b) of the Federal Rules 
of Civil Procedure, dismissing plaintiffs complaint against 
defendant. 

This motion for summary judgment is brought after the filing 
of the necessary pleadings and the filing of a joint stipulation of 
facts on behalf of both the plaintiff and defendant on April 14, 
1950, there being no material issue of fact now remaining in the 
case. 

E. L. Reynolds, 

Solicitor, U. S. Patent Office 

Attorney for Defendant . 

Filed May 29, 1950 
Order 

Plaintiffs Motion for Summary Judgment and Defendant’s 
Motion for Summary Judgment having come on before this 
Court for hearing on May 24,1950, it having been found that 
Plaintiff has complied with the requirements of the applicable 
Statutes of the United States and the Patent Office Rules of 
Practice promulgated thereunder, and for the further reasons 
set forth in Plaintiffs pleadings, it is hereby adjudged and 
ordered that: 

(1) Plaintiffs Motion for Summary Judgment be and hereby 
is granted; 

(2) Defendant’s Motion for Summary Judgment be and 
hereby is denied; and 

(3) The Defendant is directed to formally institute and 
continue the proceedings in Opposition No. 29,093, Libby, Mo 
NeiU & Libby v. F. A. Gosse Company, in accordance with, the 
Statutes of the United States and Patent Office Rules of Prac¬ 
tice in suchcases provided. 

May 29,1950. 

, ?,» . .. . u 

Edwabd M. Cubban, 

Judge, District Court of the United States, 

For the District of Columbia. 

. E. L. Reynolds, 

Attorney for Defendant . 


Approved as to form: 



: so 

Filed July 15, 1950 
Notice of appeal 


Notice is hereby given this 14th day of July 1950 that de- 
/ fendant, John A. Marzall, Commissioner of Patents, hereby 

appeals to the United States Court of Appeals for the District 
of Columbia Circuit from the judgment of this Court entered 
on the 29th day of May 1950 in favor of plaintiff, Libby, Mc¬ 
Neill & Libby, against defendant, John A. Marzall, Commis¬ 
sioner of Patents, the Court having granted plaintiffs motion 
for summary judgment and having denied defendant’s motion 












QUESTION PRESENTED. 

In the opinion of the appellee the sole question presented 
is whether the Commissioner of Patents may refuse to insti¬ 
tute opposition proceedings under Section 13 of the Trade- 
Mark Act of 1946 (15 USC 1063) when, as in the present 
case, there was substantial and actual compliance with 
the statute in filing an unverified opposition within 
thirty days after publication of a trade mark under Sec¬ 
tion 12(a) of the Trade-Mark Act of 1946, accompanied 
by a substantial part ($15.00) of the required fee 
($25.00) and the balance of the fee ($10.00) and a verified 
notice of opposition being filed within thirty days after the 
date of filing the unverified opposition pursuant to Section 
13 of the Trade-Mark Act of 1946 and Rule 20.3 of the 
Rules of Practice in Trade-Mark Cases promulgated there¬ 
under, said verified notice of opposition being an exact 
copy of the unverified opposition and filed in duplicate and 
accompanied by two specimens of each of the marks as 
actually used by the opposer together with two copies of 
each of the trade-mark registrations relied upon by the op- 
poser in the opposition. 
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United States Court of Appeals 


Foe the District of Columbia Cibcuit. 


Appeal No. 10753. 


JOHN A. MARZALL, Commissioner of Patents, Appellant 

v. 

LIBBY, McNEILL & LIBBY, Appellee 


Appeal From the Judgment of the United States District 
Court for the District of Columbia Circuit. 


BRIEF FOR LIBBY, McNEILL & LIBBY. 


JURISDICTIONAL STATEMENT. 

The jurisdictional statement set forth in the brief of the 
appellant is correctly stated and, accordingly, removes the 
present case from the category of those in which there is 
reserved to the Commissioner of Patents any element of 
discretion or judgment, the Administrative Procedures Act 
(5 USC 1009) having been enacted for the purpose of giv¬ 
ing relief to a party who is denied a statutory right after 
having complied both in substance and in terms with the 
requirements of such statute and the rules of practice 
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promulgated thereunder by the head of an administrative 
agency of the United States Government. 

STATUTES INVOLVED. 

In addition to the statutes quoted at pages 2 and 3 of ap¬ 
pellant’s brief, it is deemed essential that the Court of Ap¬ 
peals also have before it, to assist it in the interpretation 
of the present statute, the following section of the Trade- 
Mark Act of 1905, as amended by the Act of March 2,1907: 

‘‘Sec. 6, U. S. C., title 15, sec. 86. 

That on the filing of an application for registration 
of a trade-mark which complies with the requirements 
of this act, and the payment of the fees herein provided 
for, the Commissioner of Patents shall cause an exam¬ 
ination thereof to be made; and if on such examina¬ 
tion it shall appear that the applicant is entitled to 
have his trade-mark registered under the provisions 
of this act, the commissioner shall cause the mark to 
be published at least once in the Official Gazette of the 
Patent Office. Any person who believes he would be 
damaged by the registration of a mark may oppose 
the same by filing notice of opposition, stating the 
grounds therefor, in the Patent Office within thirty 
days after the publication of the mark sought to be 
registered, which said notice of opposition shall be 
verified by the person filing the same before one of the 
officers mentioned in section two of this act. An oppo¬ 
sition may be filed by a duly authorized attorney, but 
such opposition shall be null and void unless verified 
by the opposer within a reasonable time after such 
filing. If no notice of opposition is filed within said 
time, the commissioner shall issue a certificate of reg¬ 
istration therefor, as hereinafter provided for. If on 
examination an application is refused, the commis¬ 
sioner shall notify the applicant, giving him his reasons 
therefor.” 

This section, as well as all sections inconsistent with the 
Trade-Mark Act of 1946, was repealed by Section 46(a) of 
the Trade-Mark Act of 1946 (15 U. S. C. 1051). 
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The following sections relate to the matter of Registra¬ 
tions constituting constructive notice and prima facie evi¬ 
dence of ownership thereof: 

“Sec. 22 Registration on Principal Register notice 
of claim of ownership. 

“Registration of a mark on the principal register 
provided by this Act or under the Act of March 3, 
1881, or the Act of February 20, 1905, shall be con¬ 
structive notice of the registrant’s claim of ownership 
thereof. (15 U. S. C. 1072)” 

• • • • 

“Sec. 7 (b). Same—Prima facie evidence. 

“A certificate of registration of a mark upon the 
principal register provided by this Act shall be prima 
facie evidence of the validity of the registration, reg¬ 
istrant’s ownership of the mark, and of registrant’s 
exclusive right to use the mark in commerce in connec¬ 
tion with the goods or services specified in the cer¬ 
tificate, subject to any conditions and limitations 
stated therein. (15 U. S. C. 1057b)” 

PATENT OFFICE RULES OF PRACTICE IN TRADE¬ 
MARK CASES INVOLVED. 

For proper consideration and interpretation of the pre¬ 
vailing Patent Office Rules of Practice in Trade-Mark 
Cases, it is deemed to be essential that the Court of Ap¬ 
peals have before it the following rule of the Patent Office 
governing the registration of trade-marks under the Trade- 
Mark Act of 1905: 

“56. Any person who believes he would be damaged 
by the registration of a mark applied for under the 
Act of February 20,1905, as amended, may oppose the 
same by filing a written notice of opposition stating 
the grounds therefor, within thirty days after the pub¬ 
lication of the mark sought to be registered, which 
notice of opposition shall be accompanied by the fee 
required by law and shall be verified by the person 
filing the same before one of the officers mentioned in 
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section 2 of the act of February 20, 1905. Two speci¬ 
mens (or facsimiles) of the mark actually used by the 
opposer, if there be such, should be filed. An opposi¬ 
tion may be filed by a duly authorized attorney, but 
such opposition shall be null and void unless duly veri¬ 
fied by the opposer, within a reasonable time after such 
filing. A duplicate copy of the notice of opposition 
must be filed, either with the notice of opposition or 
within a reasonable time after the filing of the same. 
(See Form R.) ” 

This rule is superseded by Rules 20.1, 20.2, 20.3 and 20.4 
of the Patent Office Rules of Practice in Trade-Mark Cases 
(Rule 40.1). 


SUMMARY OF ARGUMENT. 

The language of Section 13 of the Trade-Mark Act of 
1946 is clear and unequivocal as to the time for paying the 
required fee, particularly in the light of Rule 20.3 as prom¬ 
ulgated thereunder by the Commissioner of Patents in the 
Rules of Practice in Trade-Mark Cases. Section 31 of the 
Act, on the other hand, is not substantive, but is purely ad¬ 
ministrative in that it sets forth the amount of the fees re¬ 
quired to be paid to the Patent Office under the Trade-Mark 
Act of 1946, and the language thereof cannot reasonably 
be construed as designating a specific time for filing a fee 
or a paper, the time for filing which has been specifically 
designated by another section of the statutes. Where, as 
in the present case, a purely administrative section of a 
statute is somewhat ambiguous in its terms, it cannot be 
construed in such a manner as to defeat a substantive right 
afforded a member of the public under another more spe¬ 
cific section of the Act, particularly where there has been 
substantial and actual compliance with all sections of the 
statutes and the rules. 

An unverified opposition filed pursuant to Section 13 of 
the statute and Rule 20.3 of the Rules of Practice is ineffec¬ 
tual unless supplemented at a later time by a verified notice 
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of opposition (15 U. S. C. 1063). Accordingly, the only 
instrument which complies fully with the statutes and rules 
is the verified notice of opposition and, inasmuch as the 
statute (Sec. 13) associates payment of the required fee 
with the verified notice of opposition, the statutes and the 
rules of practice were complied with by appellee upon pay¬ 
ment of the entire fee ($25.00) by the time the verified 
notice of opposition is duly filed. 

ARGUMENT. 

I. Time of Payment of Fee. 

The question before this Honorable Court has never 
been decided by any court of competent jurisdiction, to the 
best of the knowledge of counsel for appellee. The Trade- 
Mark Act of 1946 , under which the present controversy 
arose, became effective July 5,1947, and superseded all pro¬ 
visions of the previous trade-mark acts, including the Act 
of 1905, which are inconsistent with the said Act of 1946. 
In the appellant’s brief, a number of citations are given as 
authority in support of appellant’s argument that appellee 
has not complied with the “law relating to the filing of a 
notice of opposition ’ ’ (appellant’s brief, page 8). It should 
be pointed out at once that each of the cases cited by the 
appellant arose under the repealed act and, moreover, were 
governed by rules of practice which have since been super¬ 
seded by new rules promulgated by the Commissioner of 
Patents to govern proceedings under the Trade-Mark Act 
of 1946 . Note, for example, that the situation which arose 
in Rilling Company v. Valmor Products Co., 71 USPQ 188, 
relied upon at page 7 of appellant’s brief, was governed 
by old superseded Rule 56 of the Rules of Practice. The 
other citations relied upon by the appellant are irrelevant 
here for the same reason. 

Hereinbefore appellee has quoted the pertinent language 
of the 1905 Act for the purpose of contrasting the provi¬ 
sions of that Act with the corresponding provisions of the 
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Act of 1946. It will be noted that Section 6, USC Title 15, 
section 86 (the section of the 1905 Act which corresponds 
to Section 13 of the 1946 Act), makes no mention of the 
time for payment of a fee in connection with a notice of 
opposition, the statute at that time merely stating that: 

“Any person who believes he would be damaged by 
the registration of a mark may oppose the same by 
filing notice of opposition, stating the grounds there¬ 
for, in the Patent Office within thirty days after the 
publication of the mark sought to be registered, which 
said notice of opposition shall be verified by the per¬ 
son filing the same before one of the officers mentioned 
in Section 2 of this Act. An opposition may be filed 
by a duly authorized attorney, but such opposition shall 
be null and void unless verified by the opposer within 
a reasonable time after such filing.” 

Contrasted to the foregoing passage, the attention of the 
court is invited to the clear and concise language of the 
corresponding section (Section 13) of the 1946 Act which 
reads as follows: 

“Any person who believes he would be damaged by 
the registration of a mark upon the principal register 
may, upon payment of the required fee, file a verified 
notice of opposition in the Patent Office, stating the 
grounds therefor, within thirty days after the publica¬ 
tion under subsection (a) of section 12 of this Act of 
the mark sought to be registered. For good cause 
shown, the time for filing notice of opposition may be 
extended by the Commissioner, who shall notify the 
applicant. An unverified opposition may be filed by a 
duly authorized attorney, but such opposition shall be 
null and void unless verified by the opposer within a 
reasonable time after such filing to be fixed by the Com¬ 
missioner. (15 U. S. C. 1063)” (Emphasis added by 
appellee) 

As admitted in the brief of appellant, it is inconceivable 
that Congress intended that a verified opposition must al¬ 
ways be filed within thirty days after publication of a mark 
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under Section 12(a) of the 1946 Act, inasmuch as the pur¬ 
pose of permitting the filing of an unverified notice of op¬ 
position would he defeated by such interpretation. Corre¬ 
spondingly, if the Commissioner of Patents contends that 
he is required to accept a verified notice of opposition 
within the time prescribed by Rule 20.3 of the Rules of 
Practice, namely within 30 days of the filing of the unveri¬ 
fied opposition, he is also required to accept at that time the 
fee which is required for the filing of a verified notice of 
opposition. In so doing, he would merely he following the 
explicit terms of Section 13 of the Trade-Mark Act of 1946 
which provides that any person may 

“. .. upon payment of the required fee, file a verified 
notice of opposition in the Patent Office, . . .” 

and other due proceedings had, oppose the application for 
registration. 

There is no more convincing argument in support of the 
foregoing than the fact that Rule 20.3 of the Rules of Prac¬ 
tice promulgated by the Commissioner under the 1946 Act 
supersedes Rule 56 of the Rules of Practice promulgated 
under the 1905 Act. The old and now superseded rule 56 
did require payment of the fee required by law at the time 
of filing the original notice of opposition, whether it be a 
verified or unverified notice of opposition. The pertinent 
passage from that rule (quoted in full hereinbefore) reads 
as follows: 

‘‘Any person who believes he would be damaged by 
the registration of a mark applied for under the Act of 
February 20, 1905, as amended, may oppose the same 
by filing a written notice of opposition stating the 
grounds therefor, within thirty days after the publica¬ 
tion of the mark sought to be registered, which notice 
of opposition shall be accompanied by the fee required 
by law and shall be verified by the person filing the 
same before one of the officers mentioned in Section 2 
of the Act of February 20, 1905.” (Emphasis added 
by appellee) 
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No similar requirement appears either in the Statutes or 
the Rules of Practice under the Trade-Mark Act of 1946. 

II. Sufficiency of Notice of Opposition. 

The appellant has raised a point which was not involved 
when the present matter was pending before the Patent 
Office but rather wms raised for the first time in appellant’s 
answer below. This point relates to the sufficiency of ap¬ 
pellee’s unverified opposition to state a claim for which 
relief may be granted “within the meaning of Section 13 of 
the Trade-Mark Act of 1946”. The appellant argues that 
the unverified opposition filed by appellee did not contain 
copies of the trade-mark registrations pleaded therein by 
appellee, nor specimens of the marks relied upon in the 
opposition and, therefore, failed to comply with Rule 20.4 
of the Rules of Practice in Trade-Mark Cases. Neverthe¬ 
less the Commissioner of Patents originally accepted the 
papers as an opposition and assigned thereto the docket 
number 29,093 (Exhibit C of Stipulation of Facts (4), Joint 
Appendix, page 17). 

At the outset it should be pointed out that Rule 20.4 of the 
Rules of Practice in Trade-Mark Cases, (the text of which 
is set forth in appellant’s brief) does not specify the time 
at which a duplicate copy of the opposition and specimens 
of the mark shall be filed. Indeed, there is no requirement 
that copies of the pleaded registrations must be included 
with the notice of opposition at awy time. It is only reason¬ 
able that the specimens and the copies of the pleaded regis¬ 
trations should be filed with the verified notice of opposi¬ 
tion inasmuch as the registrations and the specimens of the 
mark shown in the registrations are matters of public rec¬ 
ord in the United States Patent Office and, in fact, regis¬ 
tration of such mark constitutes constructive notice of 
registrant’s claim of ownership of the mark (15 U. S. C. 
1072; Section 22, Act of 1946), and therefore constitute evi¬ 
dentiary matter which would, in any event, be improperly 
included in pleadings which otherwise make out a cause of 
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action and state a claim for which relief may be granted 
under Section 13 of the Trade-Mark Act of 1946. 

The appellant argues that the filing of such evidentiary 
matter would constitute a “material amendment” to the 
notice of opposition and, therefore, may not be received 
after the time for filing such notice has expired. In support 
of its contention, the appellant relies on an early case de¬ 
cided by this court prior to the effective date of the Trade- 
Mark Act of 1946. It is respectfully submitted that Rule 
23.1 of the Rules of Practice provide that procedure and 
practice in contested proceedings before the Patent Office 
under the Act of 1946 shall be governed by the Federal 
Rules of Civil Procedure. Accordingly, it is submitted that 
it would be a violation of the Rules of the Patent Office itself 
to refuse entry of an “amendment” which merely presents 
in tangible form factual or evidentiary matter pleaded in 
the written notice of opposition. 

Refusal on the part of the appellant to institute the pres¬ 
ent opposition will result in irreparable injury to appellee, 
contrary to the false assertion in appellant’s brief that “No 
contention has ever been made by appellee in this case that 
it will suffer irreparable damage if the opposition proceed¬ 
ing is not instituted ...” (Appellant’s brief, middle of 
page 8). The closing paragraph of appellee’s Complaint 
below (Joint Appendix, page 15, line 8) alleges that “Plain¬ 
tiff may be irreparably damaged unless the opposition pro¬ 
ceedings are carried forward forthwith . . .”. 

Once the period of time for filing an opposition under 
Section 13 of the Trade-Mark Act of 1946 has passed, the 
right of opposition is lost forever . Thereafter the burden 
is upon an aggrieved party to bring an action for cancella¬ 
tion (under Section 14) of a subsisting registration to 
which the prima facie presumption of validity, ownership 
and exclusive right of use will have already attached under 
Section 7(b) (15 U. S. C. 1057b). Thus it becomes readily 
apparent that the appellant is depriving appellee of a sub¬ 
stantive right and will thereby do irreparable damage to 
appellee. 
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In view of the foregoing misstatement of fact and the 
misapplication of the decisions cited in appellant’s brief, 
it is respectfully submitted that the entire contents of ap¬ 
pellant’s brief deserve the court’s most careful scrutiny. 

HL No Discretion or Judgment Required of the Appellant. 

The appellant urges in its brief that the interpretation 
of the statutes under which this dispute arises involves 
judgment and discretion on the part of the Commissioner of 
Patents. If such were the case, the present cause of action 
would have been dismissed by the court below at the time 
i of its consideration of appellant’s motion to dismiss. The 
record of the court below shows clearly that this is not a 
matter involving discretion and, therefore, the court not 
only has jurisdiction over the subject matter hut, indeed, 
under the Administrative Procedure Act, is expected to or¬ 
der the Commissioner of Patents to perform his adminis- 
i trative duties (as distinguished from his judicial or quasi¬ 
judicial duties) strictly in accordance with the provisions 
of the applicable statutes. 

A scholarly dissertation on this fundamental principle 
is found in the article by Associate Justice Harold H. Bur¬ 
ton of the Supreme Court of the United States appearing 
at pages 805 et seq. of the October 1950 American Bar As¬ 
sociation Journal (Vol. 36, No. 10) entitled “The Corner¬ 
stone of Constitutional Law: The Extraordinary Case of 
Marbury v. Madison”. At page 808, Justice Burton quotes 
i the following from Judge William Cranch (then an Assis¬ 
tant Judge of the Circuit Court of the District of Colum¬ 
bia) : 

“The government of the United States has been em¬ 
phatically termed a government of laws, and not of 
men. It will certainly cease to deserve this high appel¬ 
lation, if the laws furnish no remedy for the violation 
of a vested legal right.” 
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Commenting on the decision, Justice Burton goes on to 
say, in his dissertation: 

44 The Court found nothing to justify putting the head 
of a department above the laws of his country under 
circumstances where his duties were prescribed by 
those laws. The Court sharply distinguished this case 
from cases concerning political or discretionary acts 
of the President. • * * * However, where specific 
duties were assigned by law and individual rights de¬ 
pended upon their performance, it said that the person 
injured by the nonperformance of those required acts 
had a right to resort to the laws of his country to se¬ 
cure their performance.” 

The contention of appellant would appear to urge that 
the United States Government be considered as a govern¬ 
ment of “men” as distinguished from 4 ‘a government of 
laws”. 


CONCLUSION. 

Notwithstanding the fact that appellant has cited many 
decisions in its brief, it is respectfully submitted that not 
a single citation set forth therein is controlling upon, per¬ 
suasive of, or contemporary with any decision rendered 
strictly in accordance with the provisions of the Trade- 
Mark Act of 1946, which is now in force and under which 
the present controversy arose. Appellee’s position may be 
summed up by stating that two different District Court 
judges below, at different times, have adopted the conten¬ 
tion of appellee (see record below and admission in appel¬ 
lant’s brief), and it but remains for the appellee to convince 
a majority of this Honorable Court, at this time, that the 
interpretation placed on Section 13 of the Trade-Mark Act 
of 1946 not only by appellee, but by the District Court as 
well, is reasonable and proper for the purpose of giving the 
desired effect to the Act itself. 

A mere comparison of the language of the present Act 
and the Rules of Practice promulgated thereunder, with the 
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text of the Act of 1905 and Buie 56 of the Rules of Practice 
promulgated thereunder leaves no conclusion except that 
the Commissioner of Patents, in promulgating the current 
rules followed the wording and intent of the new statute 
and thereby adopted an interpretation of Section 13 which 
is wholly consistent with the interpretation placed thereon 
by the appellee; but in the present case he has arbitrarily 
and unreasonably refused to follow the statutes and the 
rules. Unless the Patent Office, and the Commissioner of 
Patents particularly, is to be allowed to legislate rather 
than perform its administrative functions in accordance 
with the statutes as written by Congress, it is respectfully 
submitted that appellee should he accorded the benefits of 
the statutes as set forth in the Trade-Mark Act of 1946 and 
be protected against the present arbitrary, capricious, and 
unreasonable action on the part of the Commissioner of 
Patents, acting in his capacity as a mere administrative 
v official. Accordingly, it is respectfully urged that the deci- 
' sion of the court below should he affirmed. 


Respectfully submitted. 


Nelson J. Jewett, 

Of Counsel. 


Fbancis C. Browne, 
Attorney for Appellee. 





